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REMARKS 



Applicante respectfully request reoonsideFation of this application ae 
amended. No claims have been amended, canceled, or added by tliis 
Response. Therefore, claims ZIST are presented for examination. 



The Examiner has rejected daims 31 , 34-46. 53-57, 59-63. and 66-67 
under the judicially created doctrine of double patenting over claims 1 » 3. 6, 8-8. 
11, 15. 17. 29-30. 32-33. 35. end 40 of US. Patent No. 6,671,722 owned by the 
same Assignee of ttie subject applicatton. 

Since the daims are slili under examination, and may stUI change. 
Applicants hereby decline to submit a tenminal disclaimer to overcome any actual 
or [xovisional double patenting rajeetton based on a nonstatutory double 
patenting ground untH such time that tiie Examiner indicates alloMfable claims. 

35 U.S.C. S102(e) Rejection 

fencer 

The Examiner has rejected daims 31-36, 3642. 44-48, 51. 53-57, 59-64, 
and 66 under 35 U.S.C. §1 02(e) as being antidpated by U.S. Patent No. 
6,253.243 (hereinafter "Spencer). 
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"A daim is anticipated only if aach and every element as set fbrfii in the 
daim is found, either expressiy or inherently descrtt>ed, in a single prior art 
refepenoe.* Verdegaal Bros, v. Union Oil Co. of CaUfbmia, 814 F26 628, 631 , 2 
USPQZd 1051, 1053 (Fed. Or. 1987). MPEP §2131. 

Spencer describes an enhanced SNMP (Simple Networt; Management 
Piotocoi) trap daemon that allows more generality in matching trap infonnation 
for CIMIP (Common Management Infonnation Protoool) conversion and more 
specificity in detennining how traps are fbnvarded to other manaeen» and 
mapped to CMIP events. The trap mechanism also has a filter to route spacSio 
traps to specific managers (Spencer, Abstract). To aecomplsh this, an SIsIMP 
trap is converted to a CMIP event by mapping trap fields to fields in a CMIP 
mapping file (Spencer, for example, column 6. iines 52-58). 

it is respectfutly submitted that Spencer does not disdoee each and every 
element as set forth In claims 31-36, 38-42, 44-48. 51, 63^7, 5&«4, and 86. For 
example. Spencer does not describe 'generating a packet on an integrated 
circuit, the packet based on the packet template', as required by, for example, 
claim 31. Each of the other cunentiy pending independent claims mcfte 
limitatfons that are similar to these limitations of daim 31 . although some 
differences may exist among the Pimitations of the other pending independent 
daims. These similar limitations nevertheless patentedbiy distinguish the daims 
over Spencer. 
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In the subject appGcation, a packed is generated on en integrated circuft. 
Soe, for «xample, Specffication, p. 4. lines 12-17. In Spenoer, an SNMP trap 
daemon receives an SNMP trap and wap& ttie fields of the StiWiP trap to CMiP 
events using a mapping file (Spenoer^ for example, oolumn 7, line 66 - column 8. 
One 1 }. An SNIMP trap daemon 'is a separate UNIX process which listens on a 
predetermined network port for incoming SNMP traps which must t>e forwarded 
to management stations. In Spencer, a packet is not generated by an integrated 
<Avwlt as required by, for example, dalm 31 of the subject appllcatkan. 

Since Spencer does not describe, expressly or inherently, each and every 
element of claims 31-36. 3d42, 44-48, 51 . 53-57. 5M4, and 66, ft Is respedfully 
submitled that the Examiner has not succeeded In estak)llshing a piima fade 
case of anticipation. Therefore, it is respectfiiliy requested that the Examiner 
withdraw the r^ecHon of claims 31<36. 38-42. 44-48, SI. 53-57, 59-64, and 66. 

35 U.8.C. $103(a) ReJecHon 

^rmerbi view ofCrom^ 
The Examiner has rejected daims 37 and 43 under 35 U.&C. §103(a) as 
being obvmus by Spencer in view of U.S. Patent No. 6,357,007 (hereinafter 
"CromeO. 

In order to establish a prima fadB case of obviousness: 

TIrst, there must be some suggestion or motivation, either in the 
references th^nselves or in the knowledge generally available to one of ordinary 

DoctetNo.:42390P7040C 12 Utility Patent AppnoatSon 
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skfll in the art, to modify the reference or to combine reference teachings. 
Second, there must bB a reasonable expectation of success. Finany. the prior art 
reference (or r^renoes when combined) must teach or suggest afl the daim 
limitations/ (Emphasis added). //? m Vaecft. 947 F.2d 488, 20 USPQ2d 1438 
(Fed. Cir. 1991 }. Manual of Patent Examining Procedure (MPEP). 8" Edition, 
August 2001. §2143. 

Cromer teaches a computer system that can detect and record the time of 
a tamper event. The triggering events are tamper events detected the 
computer system, such as a toggle switch being adh/ated when the cover of a 
personal computer is removed (Cramer, fbr example, column 8, lines 48-57). In 
an embodiment, the tamper events are operatively connected to logic that 
contains a duplicate of the ^tern's RTC (real time dodc), which is a shadow of 
the system RTC. but can be slopped by a tamper event. 

AppHcants respectfully submit that the Examiner has not esteblished a 
prima facie case of obviousness because: 

1 . The combination of Spencer and Cromer does not teach or suggest all the 
daim limitations. 

2. There is r» suggestion or mofivstion in either Spencer nor In Cromer to 
combine their teachings. 

The combination of Speneer and Cromer does n ntteacli or suggest all the claim 

limttatiQiis. 

Docket No.: 42a90Pr040C 13 Utfflty Patent Application 

Appiicatlcin No.: 10t^12.8S4 ' -wcwion 
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As dscussed above. Spencer does not describe each and every el«nent 
as set forth in tSaSm 31 . and for example, as set forth in claim 39. For example. 
Spencer does not describe 'generating a packet on an integrated circuit, the 
packet based on the packet template'. Spencer also <toe$ not teach or suggest 
this daim limitation. Since dalm 37 depends froni dalm 31, and daim 43 
depends from daim 39. and the dependent daims inherit all the limitations of 
their base independent daims and ctaims depending therefrom, it foilows that 
daims 37 and 43 ateo do not describe "generating a packet on an integrated 
drcult, ttie packet based on the packet template". 

Furthennore, since Cromer does not descrit)e, teach or suggest 
"generating a packet on an integrated drcuit. the packet based on the packet 
template". Cromer does not describe, teach or suggest that which is missing from 
Spencer. Therefore, the combinatton of Spencer and Cromer does not teadi or 
suggest each and every element of daims 37 and 43. 

Since the oombinatton of Spencer and Cromer does not teach or suggest 
an the claim Rmitattons, it is respectiully submitted that the Examiner has not 
succeeded in establishing a prima fycl9 case of obvkMsness. Theretofe. it is 
respectfully requested that the Examiner withdraw the rejectwn of daims 37 and 
43. 

Theffi ia no suggestion or motivatfan in either Spaneef nnr Cromer to eombiiT^ 

their teachlnoa. 
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The mere fact that references can be combined or modified does not 
render the resuttant oombinatibn obvious unless the prior art eiso suggests the 
desirability of the combinatton. tn re MiUs, 916 F.2d 680, 16 USPQ2d 1430 (Fed. 
Cir. 1990). MPEP §2143.01. 

Even assuming that the combination of Spencer and Cremer teaches or 
suggests each and every element of claims 37 and 43. both n^rences lacic the 
suggestion or motivation tor combination. Spencer teaches an entanced method 
for mapping an SNMP trap to a CMIP event, and Cromer teaches a method for 
detecting and recording a tamper event Applicants fail to find the specific 
understanding or principle wHhin the lowwledge of ttw skWed artisan that would 
have provided the motivation to use an ASIC (apfriication specific integrated 
drcuit} for receiving tamper signals as described \n Cnsmer, ym an SNMP trap 
daemon for ma9>ping to a CMIP event as described in Spencer. While the two 
references describe events, the type of events described are inherently diffierent 
(In re Kotzab, 217 P.3d at 1371. 55 USPQ2d at 1318). 

Again assuming that the combination of Spencer and Cromer teaches or 
suggests each and every element of claims 37 and 43, even though in theory it 
would have been a technologically simple concept to combine the teachings of 
Spencer with the teachings of Cromer, such oombinatiort is still not proper unless 
the references provide the motivation fbr the combination. (Turlhennoie, though 
a combined element may be a technologically simple ooncepf. the reference 
must still provide the motivation for the combination.' In re Katzab, 217 F.3d at 

Doclw*Mo.:4238(»>7040C i« Utilty PMenl AppHeatton 

Appileation No.: 1 0ni2fi64 



PA(X2IV22'RCVDAT7Q2I2005 5:55:42 PM[EastemDayfigtitTime]'^ 



07/22/2085 15:06 9494980501 



LH HOPE INTEL CORP 



PAGE 



1371 . 55 USPQ2d at 1318. MPEP §2143.) Spencer and Cromer simply do not 
pvDvlde such mottvatlon for combination. 

Since there is no suggestion or motivation in either Spencer nor Cromer 1o 
combine their teachings, it te respectfully submitted that the Examiner has not 
succeeded in establishing a primB fat^ case of obviousness. Therefore, it is 
i»pectfully requested that the Examiner mthdraw the rejection of daims 37 and 
43. 

Conclusion 

The Examiner is invited to initiate an tntenriew wHh the undersigned by 
calling 94&498-0601 If the Exam'rner beGeves that such an interview will advance 
prosecution of this applicatton. 
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CXSby H. Hbpe, Pitettt Attorney 
Reg. Nom774 
Patent Prac&ce Group 
INTEL CORPORATION 



cfo Blakely, SoltolofF, Taylor & Zafrnan 
12400 Wilshire Boulevard 
Floor 

Los Angeles, Callfbmia d0026-f 030 

(d4d)49&oeoi 




Respectfully submitted. 



Date: July 22. 2005 
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